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Letter Model 13
13-1 An Official Action we have now in hand isthe first and relates to items preliminary to the main

examination or prosecution on the merits. Meanwhile, shown below are our claims, which will next
be explained briefly. This invention relates fundamentally to the art of displaying the three
dimensional rendering of a chemical compound molecule of interest based on computer analysis of
“wavefunction parameters.” Specifically, it includes at first sequential determinations of electron
structures found at local moieties of the molecule, and then through iterative computer calculations,
extending and/or combining such partial configurations so as to create the most reasonably predicted
molecular structure in the form of electron clouds as a whole, wherein the art is designed to be
feasible through screen display operations on a desktop computer.

13-2 Next, to summarize the content of the Official Action on our claims, which number four:

(1) The inventions of claim 1 (method) and claim 2 (apparatus) are so distinct that we as an
applicant must select one or the other for subsequent prosecution. In other words, a restriction
requirement.

(2) If theinvention of claim 2 is selected, additionally we should elect one of the species claims 3 or
4, both of which depend from claim 2, as an election of species, to which we must submit an express
response in the next applicant's action.

13-3 The Official Action further notes: “If the applicant is dissatisfied with the finding noted in this
Official Action that the inventions of claims 1 and 2 are distinct, the applicant is permitted to traverse
the holding, but we have the duty to present provisional elections following the examiner's
requirement.

13-4 An Official Action like this requiring division of the application is unimaginable according to
Japanese patent practice. In such requirements for US applications, a statement is always made that
the applicant's right will not be hurt because the applicant is allowed to file a divisional application to
include the non-elected claims, but the division results in producing two applications, parent and child.
Consequently such a situation requires more time and money, commensurate with further workload for
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the two applications. In the past when we received the restriction requirement, we asked our American
attorney to traverse it, but he did not handle our request ardently. In essence, it follows that in
American patent practice, we, the applicant, are helpless and may be likened to “a frog before a snake
(completely helpless. Japanese proverb)”, because once the restriction requirement has been issued,
we have no alternative but to resign ourselves to it. What are your comments on our feelings as
noted?

13-5 As for the restriction requirement noted in (1), we select the apparatus invention (claim 2).
However, a collateral demand has been presented as noted above; that is, we have been instructed to
elect the species of either claim 3 or 4, both of which depend from claim 2. Then, we interpret that “an
election of species” means that the American examiner would like to act first on the most detailed
claim among the claims presented, and that, in the case of the present application, taking this approach
Is convenient to define an allowable scope in view of prior art. That is, a more limited claim brings
about more readiness in recognizing the difference over the prior art. I's our interpretation correct?

13-6 Another interpretation we have concerning this election of species is that, in view of the fact
that this action was taken by the examiner, he has already premised that claim 2 (genus claim)
appears to be too broad to be allowed. Should this be the case, as a forestalling defense, we think it
advantageous to add another claim that would be produced by modifying claim 2 so as to have an
intermediate scope between claims 2 and 3 or 4 - in sum, one having a scope narrower than claim 2 but
broader than claim 3. Is this possible by the applicant's action?

13-7 Further, MPEP Section 809.03 entitled “linking claims” teaches that, if an apparatus claim and
a method claim are present, and if either claim includes a mixture of apparatus elements and method
elements, arestriction requirement can not be issued. Should this be true, our question becomes, if we
had transformed the present claim 1 into a new, modified claim that combines the present claim 1
(method) with the present claim 3 (means involved with the apparatus) as shown below, and if we
had presented such modified claim as claim 1, we wonder if such modified claim 1 would have acted
as a linking claim to avoid the compelling requirement to separate between claim 1 (method) and
claim 2 (apparatus). We would like to have your comments.

13-8 Yet another point on which we would like to have your instruction is about whether we are
now allowed, after having received a restriction requirement, to take actions as noted above. That is,
first we shall rework the claims by applying the ideas as noted above. Then we shall respond to the
present Official Action with the reworked claims and state that, since we have amended the claims, the
examiner is requested to consider the prosecution to start anew, which would include the possible
necessity of inflicting a restriction requirement again on our application. Would such a response be
acceptable to the restriction requiring Official Action? Or would a continuation procedure be
necessary if the reworked claim 1 is to be employed?

1(Modified 1)
A process for predicting and displaying the electron structure of a chemical compound molecule by
iterative processing on a computer comprising:
(a) analyzing wavefunction parameters for a target compound molecule to determine a predictive
electron structure of the target compound; and
(b) displaying a three-dimensional graphic structure of the compound molecule based on the analysis
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determined in step (@), said step (a) employing means for determining a best reasonable one of the

predictive electron structures from constituent moieties of the target compound on a user interface

screen.
(* The underlined portion comes from claim 3)

CLAIMS

1. A process for predicting and displaying the electron structure of a chemical compound molecule by
iterative processing on a computer comprising:

(a) analyzing wavefunction parameters for a target compound molecule to determine a predictive
electron structure of the target compound; and

(b) displaying a three-dimensional graphic structure of the compound molecule based on the analysis
determined in step (a).

2. A computer system for predicting the electron structure of a chemical compound molecule by
iterative processing on a computer comprising:

(@) means for breaking down the structure of a target chemical compound molecule into constituent
moieties in response to wavefunction parameters,

(b) means for creating predictive electron structures of the target compound molecule and displaying
possible graphic images representing a three dimensional perspective thereof by iterative processing
on a computer.

3. The computer system as noted in claim 2, further comprising means for determining a best
reasonable one of the predictive electron structures from constituent moieties of the target compound
on a user interface screen.

4. The computer system as noted in claim 2, further comprising means for the iterative processing on a
computer to restructure a once-created compound image by reapplying possible other candidate
electron moieties for the target compound molecule according to a user's choice.
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